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PLEASE  TAKE  NOTICE  that  on  Wednesday,  February  25, 
1981,  at  2:00  P.M.,  or  as  soon  thereafter  as  counsel  may 
be  heard,  the  undersigned  shall  appear  before  the  Honorable 
John  F.  Grady,  or  any  judge  sitting  in  his  stead,  in  the 
courtroom  usually  occupied  by  him  at  219  South  Dearborn 
Street,  Chicago,  Illinois,  and  then  and  there  present  the 
attached  MOTION  FOR  SUMMARY  JUDGMENT  UNDER  RULE  56  F.R.  C.  P. 


and  supporting  memorandum. 
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bally  manufacturing  corporation,  ) 

Plaintiff,  ) 

v-  ! 

D.  GOTTLIEB  & CO.,  J 

WILLIAMS  ELECTRONICS,  INC.,  j 

ROCKWELL  INTERNATIONAL  CORPORATION,  ) 

Defendants.  ) 


CIVIL  ACTION 
NO.  78  C 2246 


The  defendants  Williams  Electronics,  Inc.,  D. 
Gottlieb  & Co.  and  Rockwe-ll  International  Corporation 
hereby  moYe  this  Honorable  Court  for  entry  of  an  order 

dismissing  the  complaint  in  this  action. 

A memorandum  in  support  of  this  motion  accompanies 

it.  Briefly,  however,  this  motion  is  made  under  the  provi- 
sions of  Rule  56  F.R.C.P.  on  the  grounds  that  the  plaintiff 
because  of  proceedings  in  the  United  States  Patent  and 
Trademark  Office  involving  an  application  for  the  reissue 
of  the  patent  in  suit,  and  because  the  effect  of  those  pro- 
ceedings constitute  an  admission  by  the  plaintiff  that  all 
of  the  claims  of  the  patent  in  suit  are  invalid  or  that 

j_g  no  genuine  issue  as  to  any  material  fact,  and  de- 
fendants are  entitled  to  judgment  as  a matter  of  law. 


4 


¥ 


directed  only  to  the  claims  of 
This  motion  is  directeu  uu  jr 

the  patent  in  suit  and  not  to  the  claims  of  the  reissue 

application  now  pending  in  the  United  States  Patent  and 

Trademark  Office. 

Rocrwartfullv  submitted. 


'’Melvin  M.  Goldenberg  ./ 

William  T.  Rifkin 
McDougall,  Hersh  & Scott 
135  South  LaSalle  Street 
Chicago,  Illinois  60603 


Attorneys  for  Defendant 
Williams  Electronics,  Inc. 


J/Sftin  F.  Lynch^  /** 

Wayne  M.  Harding 
Arnold,  White  & Durkee 
2100  Transco  Tower 
Houston,  Texas  77056 
Tele.:  713-621-9100 


Attorneys  for  Defendants 

D.  Gottlieb  & Co.  and 

Rockwell  International  Corporation 
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IN  THE  UNITED  STATES  DISTRICT  COURT 
FOR  THE  NORTHERN  DISTRICT  OF  ILLINOIS 
WTyqrpF.PN  DIVISION 


bally  manufacturing  corporation. 

Plaintiff,  ) 

v-  > 

D.  GOTTLIEB  & CO.,  \ 

WILLIAMS  ELECTRONICS,  INC., 

strict  * 

ROCKWELL  INTERNATIONAL  CORPORATION,  ) 

Defendants.  ) 


CIVIL  ACTION 
NO.  78  C 2246 


MEMORANDUM  ON  MOTION  FOR  SUMMARY  JUDGMENT 

The  Facts  Of  The  Case 

This  is  a suit  for  infringement  of  Patent 
No.  4,093,^232  (Exhibit  A).  The  action  was  commenced  when 
the  patent  issued  on  June  6,  1978  assigned  to  the  plaintiff. 
Bally. 

The  patent  contains  55  claims  and  purports  to 
cover  the  concept  of  a computer  or  data  processor  con- 
nected in  a particular  fashion  to  conventional  pinball 
game  elements  to  control  the  score  indicators  and  the  vari- 
Qyg  lamps  as  the  game  is  played.  Fig.  1 of  the  patent 
shows  such  a conventional  pinball  game  mounted  in  a con- 
ventional cabinet  structure. 


mW  on  August  25,  1978  Bally  filed  an  application 

' in  the  Patent  and  Trademark  Office  (the  "PTO")  to  reissue 
the  patent,  in  effect  seeking  a ruling  from  the  PTO  that 
certain  prior  art  identified  by  the  defendants  did  not,  in 
the  view  of  the  PTO,  render  the  claims  of  the  patent  un 


patentable . 

we  will  show  that  claims  1-55  of  the  patent  in 
suit  are  invalid  by  reference  to  the  record  of  proceedings 
in  the  PTO  in  connection  with  the  reissue  application.  The 
claims  now  pending  in  that  application  are  not  in  issue 
here  and  may  never  be  until  and  unless  a reissue  patent  con 

taining  them  is  granted  by  the  PTO. 

After  certain  procedural  matters  in  this  Court 

and  in  the  PTO  the  examiner  issued  a first  action  on 
December  10,  1979.  In  that  action  (Exhibit  B)  the  Examiner 

inter  alia,  rejected  claims  1-9,  11-27  and  29-55  under  the 

provisions  of  35  U.S.C.  § 102(g)*  on  the  basis  of  informa- 
tion (documents  and  depositions)  supplied  by  the  defendants 
in  their  role  as  protesters  to  the  reissue. 

The  remaining  claims,  10  and  28,  were  rejected 
under  the  provisions  of  35  U.S.C.  § 102(g)  and  Section  103 


*35  U.S.C.  § 102(g) : A person  shall  be  entitled  to  a 
patent  unless  before  the  applicant's  invention  thereof 
the  invention  was  made  in  this  country  by  another  who 
had  not  abandoned,  suppressed,  or  concealed  it.  In 
determining  priority  of  invention  there  shall  be  considered 
not  only  the  respective  dates  of  conception  and  reduction  to 
practice  of  the  invention,  but  also  the  reasonable  diligence 
of  one  who  was  first  to  conceive  and  last  to  reduce  to 
practice,  from  a time  prior  to  conception  by  the  other. 


^ of  fhe  prior  Atari  work  and  sub 

as  unpatentable  because  of  the  pri 

missions  by  the  defendants. 

in  making  these  rejections  the  Examiner  took  the 

position  that  the  invention  as  claimed  had  been  made  prior 

to  the  invention  date  of  the  Bally  patentees  by  employees 

of  Atari,  Incorporated,  a California  based  company. 


Followina  further  responses  by  Bally 


Ac*. 


fendants  and  actions  by  the  Examiner,  the  Examiner  on 
November  29,  1980  once  again  rejected  claims  1-9,  U"27 
and  29-55  on  the  prior  work  of  Atari  (Exhibit  c)  . However, 
in  this  action  the  Examiner  took  the  position  that, 
incredible  as  it  may  seem,  if  Bally  were  to  amend  their 
claims  to  recite  specifically  that  the  computer  control 
was  located  in  the  conventional  wooden  box  housing  a 
pinball  game  the  claims  could  be  allowed  (Exhibit  C,  p.  5). 
This,  in  the  Examiner’s  mind,  would  distinguish  over  the 
prior  Atari  work  as  he  had  found  it  to  be.  That  is,  in 
the  first  stage  of  the  Atari  work  the  computer  control 
was  located  externally  to  the  pinball  game  cabinet  in  a 
laboratory  type  of  computer  control  and  connected  to  it 


by  appropriate  cabling. 

On  or  about  December  29,  1980  Bally  responded 

to  the  Examiner's  suggestions  and  so  amended  claims  1 
through  39  (Exhibit  D)  . At  the  same  time  Bally  argued 
that  because  claims  40,  45  and  52  (the  independent  claims 
in  the  group  40-55)  recite  a "pinball  game"  in  their  pre- 
amble they  are  inherently  limited  to  a "self-contained  or 
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unitary  structure  housing  the  pinball  and  microprocessor 
control  functions" . 

This  argument  bears  some  further  comment.  The 

preamble  of  claim  40  reads  thus; 

"A  pinball  game  apparatus  comprising;" 

The  preamble  of  claim  45  reads; 

"A  pinball  game  comprising  a processor 

Claim  52  reads; 

"A  pinball  game  comprising  a digital  proces- 
sor * * 

It  was  Bally’s  position  that  because  these  claims  and  the 
claims  that  depend  on  them  so  read  they  were  significantly 
different  from  claims  which  would  read; 

"A  game  comprising,  etc."  or  "A  game  apparatus 
comprising,  etc." 

HP 

On  January  31,  1981  the  Examiner  then  indicated 
(Exhibit  E)  that  he  held  to  his  position  that  the  Atari 
work  was  prior  art  under  35  U.S.C.  § 102(g).  At  the  same 
time  he  said  that  claims  1 through  39  with  the  amendment 
made  earlier  by  Bally  specifying  a game  housing  and  further 
specifying  that  the  processor  control  and  its  connections 
to  the  conventional  pinball  elements  were  in  the  housing 
would  be  allowed.  In  that  same  communication  the  Examiner 
"acknowledged  reissue  applicants  (Bally's)  desire  to  con- 
strue the  pinball  claims  to  be  drawn  to  a self-contained 


-4- 


or  unitary 
sor  control 


structure  housing  the  pinball  and  microproces- 
functions"  and  withdrew  the  rejection  of  patent 


claims  40-55  on  the  prior  Atari  work  (Exhibit  E,  p.  5)  . 

As  we  will  show,  this  action  by  the  Examiner  is  a grievous 


error  of  law. 

Bally  then  filed  an  amendment  canceling  the  re 
jected  claims  in  the  reissue  application  and  asked  for 
prompt  reissuance  of  the  reissue  patent  (Exhibit  F). 

As  the  matter  now  stands,  therefore,  after  two 
and  one-half  years  in  the  PTO  Bally  has  abandoned  any  claim 
to  be  the  inventor  of  the  subject  matter  of  claims  1 through 

39  of  the  patent. 

With  respect  to  claims  40  through  55  the  same 
result  obtains  because  Bally  has  chosen  to  attempt  a read- 
ing of  those  claims  as  though  they  included  everything  m 
the  housing  which  they  say  is  not  the  case  with  the  Atari 
prior  work.  Therefore,  Bally  has  acquiesced  in  the 
Examiner's  rejection  of  the  original  claims  and  the  prior 
art  and  now  seeks  new  claims  which  they  contend  distinguish 
from  the  prior  art.* 


♦Those  new  claims,  whether  they  be  claims  1 through  39  as 
amended  during  the  reissue  process  or  claims  40  through 
55  construed  as  Bally  would  have  them  construed,  are  not 
before  this  Court  and  may  never  be  until  and  unless  the 
reissue  patent  is  granted  by  the  PTO  containing  them. 
What  is  before  the  Court  are  claims  1 through  55  of  the 
original  patent,  and  these  are  invalid  by  Bally's  own 
admission  or  acquiescence  that  Atari  was  the  first  to 
invent  a pinball  game  controlled  by  a computer  or  data 
processor  to  light  lights  and  control  scoring  using  the 
particular  interconnections  called  for  by  the  claims. 


2.  The  defendants-protesters  proved  to  the 
satisfaction  of  the  PTO  that  those  claims  were  in- 
valid under  the  provisions  of  35  U.S.C.  § 102(g) 


because  of  the  prior  work  of  Atari? 

3.  Bally  by  amending  claims  1 through  39  and 
arguing  an  implied  limitation  in  claims  40  through 
55  has  acquiesced  in  or  agreed  to  the  correctness  of 
this  fact?  and 

4.  consequently  Bally  has  abandoned  any  claim 
that  Nutting  and  Frederiksen  were  the  inventors  of 
the  subject  matter  of  claims  1 through  39  of  the 
patent  in  suit  and  claims  40-55  when  construed  in 
accordance  with  the  law. 


Argument 

There  are  no  genuine  issues  as  to  any  material 
fact  in  this  matter  and  defendants  are  entitled  to  a judg- 
ment as  a matter  of  law  (Rule  56(c)  F.R.C.P). 

The  plaintiff  has  admitted  the  prior  art  status 
of  the  Atari  work  by:  (1)  amending  claims  1-39  of 

the  patent  in  suit  to  "avoid"  that  prior  art;  and  (2) 
arguing  that  claims  40-55  avoided  that  prior  art  because 
the  word  "pinball"  in  those  claims  should  be  construed  to 
cover  only  a "self-contained  or  unitary  structure  housing 


the  pinball  and  microprocessor  control  functions  (Ex 
p.  19) . With  these  actions  plaintiff  has  agreed  there 

_ x-  ^ — 1 1 fapf  =s  to  what  was  done  by 
no  genuine  issue  of  material  fact 

Atari  prior  to  the  work  of  Bally's  patentees. 


Consider  first  the  amendment  of  Bally  of  claims 
1-39  to  specify  the  housing  and  the  self-contained  feature 
and  the  stated  willingness  of  Bally  to  accept  a reissued 
patent  so  limited  (Exhibit  P) . Having  taken  this  course 
Bally  cannot  now  dispute  the  fact  that  Atari ' s engineers 
invented  the  subject  matter  of  patent  claims  1-39  prior  to 
any  date  that  can  be  claimed  by  its  patentees. 

Following  the  final  action  of  the  Examiner 
(Exhibit  E)  Bally  could  have  had  a review  under  the  provi- 
sions of  35  U.S.C.  § 134  by  appeal  to  the  PTO  Board  of  Ap- 
peals. If  unsuccessful  there  an  appeal  to  the  Court  of 
Customs  and  Patent  Appeals  or  to  the  United  States  District 
Court  for  the  District  of  Columbia  under  35  U.S.C.  §§  141 
or  145  could  have  been  had.  Bally  has  not  sought  even  to 
preserve  their  right  to  these  reviews.  Instead,  they  have 
acquiesced  in  the  Examiner's  holding  and  abandoned  their 
original  claims,  including  claims  40-55  properly  construed. 

In  Ceco  Corp.  v.  Bliss  & Laughlin  Industries.  Inc., 
F.Supp.  7 186  U.S.P.Q.  114  (C.D.  Ca.  1975)  the  patent 


owner  amended  the  claims  in  a reissue  application  to  avoid 


trior  art  reference  and  the  claims  amended  were  those 
£ the  original  patent  in  suit.  The  District  Court 

found,  186  U.S.P.Q.  at  page  125,  that: 

n*  * * Thus,  defendant  [the  patent  owner]  ^a 
in  effect  admitted  that  the  Cunningham  claims  in 
their  present  form  do  not  properly  ^equate iy 

distinguish  the  prior  art  upon  which  plaint if 


relies." 

On  appeal,  Ceco  Corp.,  v.  Bliss  & Laughlin 
industries.  Inc.,  557  F.2d  687  (9  Cir.  1977),  the  decision 
of  the  Trial  Court  was  affirmed  and  at  557  F.2d,  p.  691  the 
Court  of  Appeals  referred  to  this  amendment  of  claims  in 
the  reissue  application  as  an  acknowledgement  of  the 
"importance"  of  the  prior  art  reference. 

In  Langdon  v.  Saltser  & Weinsier, Inc..,  288  F.2d 

50  (2  Cir.  1961),  at  page  52  the  Court  held  that  an  acknowledge- 
ment in  a reissue  application  that  a claim  in  the  original 
patent  was  invalid  is  "tantamount  to  abandonment  of  the 


claim" . 

Whether  the  question  is  approached  as  one  of 
abandonment,  acquiescence  or  admission  the  result  is  the 
same.  Bally  by  amending  claims  1-39  after  they  were  re- 
jected by  the  PTO  because  of  Atari's  prior  work  cannot  now 
contend  those  claims  are  valid  or  that  the  Atari  work  was 
not  prior  art. 

Claims  40-55  are  not  really  in  any  significantly 
different  situation  as  Bally  and  the  Examiner  are  not  cor- 
rect as  a matter  of  law  that  a limitation  not  expressed 
can  be  read  into  these  claims  to  save  them. 
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Bally  has  conceded  that  the  work  of  Atari  was 
prior  art  hut  seek  to  preserve  claims  40-55  for  awhile 
longer  by  arguing  that  a claim  which  recites  in  its  pre- 
amble "A  pinball  game"  is  significantly  different  from 
a claim  in  which  the  preamble  says  "A  game"  . That  is, 
a pinball  game  "implies"  that  everything,  including  the 
microprocessor  control,  is  within  the  game  cabinet.  As 
of  this  date  the  PTO  as  represented  by  the  Examiner 
has  accepted  that  argument  and  position.  As  a matter  of 


law  it  is  incorrect. 

In  Borg-Warner  Corporation  v.  Mall  Tool  Company, 

217  F . 2d  850  (7  Cir.  1954)  the  claims  at  issue  included 
claims  9,  10,  13  and  14  which  recited  either  a sawtooth 

or  a saw  having  a particular  hind  of  tooth.  The  Trial 
Court  held  that  these  claims  were  anticipated  hy  certain 
prior  art.  On  appeal  it  was  argued  that  the  claims  had  to 
he  read  in  connection  with  the  specification  and  descrip- 
tion, and  since  that  discussed  only  chain  saws  the  claims 
were  to  be  limited  to  chain  saws.  At  217  F.2d,  page  855,  that 
argument  was  rejected.  The  Court  held  that  the  claim  alone 
measures  the  grant  to  the  patentee  and  when  they  overclaim 
the  invention  to  the  point  of  invalidity  and  are  free  from 
ambiguity  the  specification  cannot  be  referenced  to  save 
them.  As  the  Court  said  at  page  856  it  could  not:  "limit 


words  of  the  claim 


to  something  less  than  what 


the  plain 
existed  before 


tl 


in  this  case  Bally  seeks  precisely  that.  They 
are  attempting  to  limit  the  plain  words  of  the  claims  to 
something  less  than  what  existed  before.  A pinball  game 


is  nonetheless  a pinball  game  because  its  control  elements 
are  external  to  the  game  cabinet  and  connected  to  it  by 
an  electrical  cable.  That  which  is  not  patentable  inven- 
tion in  the  first  instance  does  not  become  patentable  in- 
vention when  the  word  "pinball"  is  inserted  into  the  patent 
claim.  If  the  prior  art  device  was  a pinball  game  before 
and  anticipated  the  claim,  it  remains  a pinball  game  even 
when  the  word  "pinball"  appears  in  a claim  and  still 
anticipates  the  claim. 

In  Borg-Warner  the  Court  expressly  followed  the 
decision  in  Graver  Mfg.  Co.  v.  Linde  Co.,  336  U.S.  271  (1949). 
At  page  277  the  Supreme  Court  said  that  it  is  the  claims 
which  measure  the  grant  and  when  they  do  so  to  the  point  of 
invalidity  and  are  free  from  ambiguity  the  specification 


cannot  be  resorted  to  to  save  them.  Thus,  no  matter  that 
the  specification  of  the  patent  in  suit  speaks  of  the  micro- 
processor control  as  being  in  the  game  cabinet,  if  the  patent 
claims  do  not  say  that  then  claims  40  to  55  are  invalid  be- 
cause of  the  prior  Atari  work  just  as  are  claims  1-39. 


As  our 


Court  of  Appeals  said  in  Super  Products 
Corp.  v.  n P Wav  Corp.,  546  F.2d  748,  756  (7  Cir.  1976), 
the  courts  are  without  power  to  rewrite  the  claims  of  a 
patent.  To  the  same  effect  is  Standard  Coil  Products  Co^ 
v.  General  Electric  Company,  306  F.2d  319  (2  Cir.  1962), 
Philips  Industries.  Inc,  v.  State  Stove  &Mfq.  Co^, — Inc-> 

522  F . 2d  1137  (6  Cir.  1975)  and  Noll  v.  0.  M.  Scott  & Sons 

Co. , 467  F . 2d  295  (6  Cir.  1972). 

The  law  of  the  matter  is  clear.  Claims  cannot 

be  rewritten  to  include  limitations  from  the  specification 
but  not  appearing  therein  to  save  them  from  invalidity. 

This  is  precisely  what  Bally  attempts  to  do  when  it  seeks 
to  have  the  word  "pinball"  construed  to  mean  a unitary 
structure  housing  the  game  and  the  microprocessor  control 
function.  Claims  40-55  cannot  be  so  read  and  they  too  are 
admittedly  invalid  because  of  the  prior  Atari  work. 

Conclusion 

Bally  has  admitted,  by  amending  claims  1 through 
39  of  the  patent  in  suit  and  arguing  albeit  incorrectly  that 
claims  40  through  55  inferentially  include  a cabinet  or 
housing,  that  the  PTO  was  correct  when  it  held  the  work  of 
Atari  to  be  prior  art  under  the  provisions  of  35  U.S.C. 

§ 102(g).  It  cannot  now  contend  that  there  are  any  genuine 
issues  of  material  fact  as  to  this  aspect  of  the  matter. 


of  law. 


judg- 

matter 


Respectfully  submitted, 
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McDougall,  Hersh  & Scott 
135  South  LaSalle  Street 
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2100  Trans co  Tower 
Houston,  Texas  77056 
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D.  Gottlieb  & Co.  and 

Rockwell  international  Corporation 
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[57]  ABSTRACT 

A pinball  game  has  a playing  field  with  ball  directing 
lanes  and  targets  and  flipper  elements  for  returning  the 
ball.  A programmed  logic  array  is  connected  to  the 
switches,  response  lamps,  digit  scoring  lamps,  and  audi- 
ble devices.  A matrix  circuit  is  connected  to  the 
switches  and  places  information  into  a memory,  the 
output  of  which  is  connected  through  to  activate  lamps 
and  audible  devices  which  produce  a continuous  output 
if  energized.  A scanning  decoder  coupled  to  the  matrix 
circuit  is  driven  from  the  programmed  logic  array. 

55  Claims,  5 Drawing  Figures 
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This  is  a reissue  application  of  Nutting  et  al.  Patent  No.  4,093,232, 
filed  May  13,  1975  and  issued  June  6,  1978.  The  instant  patent  is  presently  being 
litigated  in  the  U.  S.  District  Court  for  the- Northern  District  of  Illinois  as  Civil 
Action  Nos.  78C2246  and  79  C 713.  Various  parties  have  filed  documents  in  support  of 
or  in  opposition  to  this  reissue  application  and  are  identified  as  follows.  Bally  flan 
ufacturing  Corporation  (Patentee),  D.  Gottlieb  & Co.,  (alleged  infringer),  Williams 
Electronics,  Inc. , (alleged  infringer) , Rockwell  International  Corporation  (alleged 
infringer).  Game  Plan  Incorporated  (alleged  infringer)  and  Astro  Games,  Inc.  (alleged 
infringer)  . The  procedure  by  which  the  above  noted  documents  were  authorized  to  be 
filed  is  set  forth  in  the  decision  by  the  Assistant  Commissioner  for  Patents  on 
August  29,  September  12,  October  17  of  1979  (Paper  Nos.  7,  9 and  21).  This  procedure 
is  justified  by. the  decision  set  forth  in  International  Paper  Co.  v.  Fibreboard  Corp., 
181  USPQ  740. 

The  more  pertinent  new  art  submitted  by  all  of  the  parties  and  their  comments 
relating  thereto  as  applied  to  the  claims  have  been  considered  and  discussed  infra. 

The  ensuing  discussion  will  begin  with  an  evaluation  of  the  references  mentioned 
tn  the  reissue  oath/declaration  and  will  then  proceed  to  the  ancillary  teachings 
relied  on  by  each  of  the  protestors.  Where  a duplication  of  effort  by  any  of  the 
parties  exists,  tacit  acknowledgement  of  the  respective  reference  suppliers  will  be 
considered  to  have  been  made  with  respect  to  each  showing. 

The  MCS-4  Micro  Computer  Set  Users  Manual  mentioned  in  the  Reissue  Declaration 
(also  Ref.  1 of  Paper  No.  4 1/2)  discloses  a systems  manual  for  informing  a prospective 
user  of  the  available  features  contained  therein.  It  is  directed  to  those  skilled 
in  microcomputers  in  general  but  does  not  show  specific  controller  applications  or 
how  such  a system  could  be  used  to  replace  the  electromechanical  logic  of  a surface 
projectile  pinball  machine.  Though  this  reference  has  some  material  bearing  on  the 
obviousness  issue  as  explained  infra,  it  would  certainly  not  contain  any  anticipatory 
(under  35  USC  102)  material. 

The  Electronics  article  of  October  25,  1973  (Exhibit  F-2  of  Paper  No.  4)  presents 
a glowing  account  of  solid  state  implementation  in  a number  of  commercial  devices, 
e.g.,  watches,  calculators,  etc.,  for  present  as  well  as  future  application.  A 
substantial  portion  of  the  article  is  devoted  to  the  various  technologies  involved 


making  large  scale  integration  (LSI)  and  microprocessor  (MPU)  chips  ranging  from 
metalic-oxide-semiconductors  (MOS),  complementary  MOS  (CMOS),  bipolar  LSI,  integrated 


2 

injection  logic  (I  L) , charge  coupled  devices  (CCD)  to  silicon  on  saphire  (SOS)  pro- 
cesses. As  a newly  emerging  technology,  microprocessor  useage  in  the  electronics 
industry  for  "electronic  cash  registers  . . . process  controllers,  pinball  machines, 

. . . medical  instruments,  traffic  controllers,  . . . "etc.,  (emphasis  supplied) 
with  future  applications  in  . . appliances,  television  game  systems  and  the  like" 
(page  98)  is  becoming  very  successful.  Although  this  article  does  suggest 
the  concept  of  employing  microcomputers  in  the  amusement  art,  in  particular,  to 
pinball  machines,  there  is  no  specific  showing  as  to  how  such  can  be  attained.  For 
instance,  the  hardware/software  relationship  for  interfacing  a microprocessor  (MPU)  to 
the  pinball  mechanics  in  this  article  has  not  been  demonstrated  sufficiently  to  enable 
this  article  to  establish  a prima  facie  case  of  obviousness  against  the  specific  feature 
of  the  reissued  c.aims.  On  a suggestion  of  intent  is  found  in  this  teaching  plus  a 
broad  inference  pertaining  to  the  level  of  skill  in  this  art. 

The  Electronics  article  of  March  1,  1973,  Exhibit  F-3  of  Paper  No.  4,  presents 
applications  to  which  a number  of  existing  devices  may  be  applied.  Among  the  listed 
uses  is  implementation  in  pinball  machines  as  a means  of  introducing  microprocessors 
(MPU)  to  the  mass  market  in  order  to  downwardly  influence  the  cost  of  individual 
chip  sets.  While  this  showing  serves  merely  to  indicate  a general  recognition  in  this 
art  of  MPU  technology  in  pinball  apparatus,  this  article  lacks  the  features  necessary 
to  anticipate  (under  35  USC  102)  or  make  obvious  the  structural  combination  specifically 
defined  by  the  claims  in  the  reissue  application.  However,  as  noted  in  the  preceding 
paragraph,  this  teaching  is  illustrative  of  the  level  of  skill  in  this  art  and  suggestive 
of  the  possibility  of  use  in  this  art. 

The  EE/Systems  Engineering  Today  article  dated  November  1973  (Exhibit  D-l  of 
Paper  No.  4)  discloses  that  with  the  advent  of  solid  state  electronics  in  the  arcade 
industry  significant  advances  in  expansion  of  the  playing  capability  of  such  games 
became  evident.  The  first  area  to  structurally  realize  the  solid  state  potential 
was  the  simulated  game  discipline.  These  games  encompassed  the  video  game  technology 


x 

and  developed  a substantial  following  by  offering  practitioners  in  this  art  the 
opportunity  to  experiment  with  the  software/hardware  potential.  Various  physical 
parameters  (e.g.  motion  equations,  etc.)  could  be  simulated  in  real-time  via  the 
Program.  The  effects  thereof  along  with  a player's  interactive  manipulations  could, 
then,  be  graphically  generated  on  the  video  display. 

Devices  of  this  nature  when  compared  to  existing  pinball  apparatus  were  considered 
to  be  highly  successful.  However,  as  to  the  incorporation  of  solid  state  devices  in 
surface  projectile  pinball  machines,  a different  attitude  prevailed  and  such  advances 
were  not  as  well  received.  Evidently  the  pinball  industry  was  a divergent  but  well 
established  industry  with  problems  different  from  these  encountered  in  the  burgeoning 
simulated  game  area.  Even  so,  this  article  indicates  that  updating  pinball  devices 
with  solid  state  technology  had  been  considered  but  was  deemed  economically  impractical. 

The  Electronic  Design  article  of  April  12,  1973  (Exhibit  D3  of  Paper  No.  4)  merely 
teaches  multiplexing  (MUX)  techniques  allied  with  analog-to-digital  conversion  (A DC)  as 
a means  to  interface  the  real-world  environment  to  the  computer.  There  is  no  indica- 
tion in  this  article  as  to  the  relevancy  of  muxing  and  ADC  techniques  to  the  pinball 
discipline  and  the  article  would  appear  to  be  immaterial  to  the  obviousness  issue  of 
the  claims  in  the  reissued  application. 

The  Process  Instruments  and  Controls  Handbook  dated  1957  identified  as  Exhibit 
D4  in  Paper  No.  4 is  devoted  to  electronic  scanning  techniques  for  measurements,  data 
recording  and/or  process  control.  No  pinball  applications  have  been  mentioned,  only 
uses  as  pressure,  level,  temperature,  flow  sensing  or  product  inspection  for  the  chem- 
ical, atomic  energy  and  petroleum  refining  and  manufacturing  industries.  Thus,  this 
reference  would  not  appear  to  have  any  material  bearing  on  the  question  of  obviousness 
of  the  claimed  invention. 


The  Bally  Alley  Service  Manual,  was  cited  as  prior  art  in  the  original  patent  and 
has  been  employed  by  protestors  in  Paper  No.  4 1/2  as  evidence  of  obviousness  under  35 
USC  103.  This  arcade  bowling  game  is  a microprocessor-controlled,  discrete  display 
simulated  bowling  game  and  is  analogous  to  the  type  of  games  exemplified  by  Ariano  et  al., 
Yoseloff  and  Kirschner  et  al.  (all  of  record  in  the  patent)  as  distinguished  from  the 
surface  projectile  game  of  the  instant  invention.  These  simulated  games  including  Bally 
Alley  are  concerned  with  the  simulated  effects  of  a game  projectile,  the  reaction  of 
this  projectile  to  various  physical  conditions  and  the  display  thereof  on  a viewing  screen 
{of  the  discrete  or  cathode  ray  variety) . There  is  no  substantial  difference  between 
the  Bally  Alley  game  and  the  other  prior  art  simulators.  For  instance  Ariano  teaches 
"pinball1'  simulation  with  stored  programs  capability  A5  on  a discrete  (figure  2)  or 
cathode  ray  playfield  (figure  3) . Yoseloff  illustrates  a solid  state  version  of  Bally 
Alley  without  the  need  for  a microprocessor  while  Kirschner  discloses  a microprocessor 
based  video  game  with  memory  storage  and  MUX  capability  for  simulating  a surface  pro- 
jectile game  similar  to  Bally  Alley.  The  simulated  game  art  is  a divergent  branch  of 
the  amusement  discipline  which  encompasses  both  the  actual  projectile  (e.g.  Fischer 
et  al.  , Durant,  etc.,  both  cited  in  the  patent)  and  the  simulated  projectile  (discussed 
supra)  areas.  Therefore,  absent  any  teaching  to  surface  projectiles  or  pinball  imple- 
mentation (as  recognized  by  protestors  in  the  last  five  lines  on  page  20  of  Paper  No. 

4 1/2)  , this  publication  would  not  have  made  obvious  the  claimed  invention. 

The  Motorola  Monitor  dated  December  1973  (exhibit  10  in  Volumn  1 of  Paper  No.  11) 
discusses  the  computerization  process  of  today's  industries  but  lacks  material 
discussion  on  the  amusement  industry,  in  particular  pinball. 

The  "Potential  Impact  of  Microprocessor  Technology"  article  of  December  1974 
(Exhibit  11  in  Volume  1 of  Paper  No.  11)  is  simply  a marketing  forecast  report  and 
would  have  no  effect  on  the  claimed  invention. 

The  Minicomputers  and  Microcomputers  publication  of  1974  (Exhibit  12  of  Volume  1 
of  Paper  No.  11)  is  an  applications  report  on  various  MPU  mainframes  but  does  not  have 
any  effect  on  the  claimed  invention. 
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The  Electronics  article  of  June  27,  1974  (Exhibit  13  in  Volumn  1 of  Paper  No.  11) 


presents  simulated  game  technology  as  a new  field  as  opposed  to  the  more  established 
arcade  industry  and  is  considered  to  be  at  best  cumulative. 

Exhibit  14  in  Volume  1 of  Paper  No.  11  is  devoted  to  microprocessor  controlled 
pinball  but  lacks  a date  and  a publication  title.  Therefore,  it's  inclusion  is  seen 
as  of  little  value,  because  it  is  not  legally  competent  as  a reference. 

Electronics , July  11,  1974  (Exhibit  15  in  Volume  1 of  Paper  No.  11)  refers  to 
the  microprocessor  based  simulated  game.  Bally  Alley,  referred  to  above  and  is  considered 
to  be  no  more  than  cumulative. 

The  Electronics  article  of  March  21,  1974  (Exhibit  6 in  Volume  1 of  Paper  No.  11) 
cursorily  states  that  microprocessors  could  have  been  used  in  pinball  machines  but 
gives  no  specifics  as  to  how  this  could  have  been  done.  This  teaching  is  only  cumulative 
to  the  above  discussed  Electronics  article  of  March  1,  1973  and  would  not  have  a 
material  bearing  on  the  claimed  invention. 

The  "Programmable  Logic  Controllers-Painless  Programming  to  Replace  the  Relay 
Bank  report  dated  April  1971  (Exhibit  8 of  Paper  No.  11)  broadly  discusses  program- 
mable logic  controller  applications  without  any  reference  to  pinball  applications. 

It  is  not  considered  material  to  the  claimed  invention. 

The  Application  Notes-Parallel  Processing  System  of  1972  (Exhibit  9 of  Volume  1 
of  Paper  No.  11)  discloses  the  hardware  aspects  of  calculators,  cash  registers,  ter- 
minals, etc.,  but  lacks  any  enlightenment  on  pinball  implementation. 

Patent  4,087,855  issued  May  2,  1978  (Exhibit  32  of  Volume  II  of  Paper  No.  11) 
is  directed  to  a memory  address  and  peripheral  unit  system  for  a microcomputer  but 
lacks  any  teaching  for  implementation  in  a pinball  machine  and  is  considered  to  be 
state-of-the  art  teaching  for  the  electronic  discipline. 

The  Fairchild  TTL  Applications  Handbook,  dated  August  1973  of  Exhibit  37  of 
Volume  II  of  Paper  No.  11  presents  multiplieced  display  applications  but  does  not 

indicate  implementation  in  pinball  devices  and  is  considered  to  teach  the  state-of-the 
are  in  electronics. 


rm 

^ French  patent  2,033,597  allowed  December  28,  1970,  Exhibit  38  of  Volume 

y/ 

Cl  of  Paper  No.  11  illustrates  discrete  electronics  components  (transistors,  diodes) 
to  replace  some  electramechanical  elements  and  to  replace  some  electramechanical 
elements  and  to  switch  counters  for  scoring,  ball  use,  credits,  etc.  However,  this 
teaching  does  not  show  the  aspects  of  computerizing  or  multiplexing  such  a game  and 
would  not  render  unpatentable  the  particular  features  set  forth  in  the  reissue  claims. 

The  Application  Notes  dated  April  1972,  Exhibit  48  in  Volume  II  of  Paper  No.  11 
simply  illustrates  a general  solid  state  timer-controller-sequencer  and  is  considered 
to  be  a teaching  of  the  state-of-the  art  in  electronics. 

Patent  3,715,746  issued  February  6,  1973,  reference  10  of  Paper  No.  10  is  drawn 
to  a keyboard  input  with  matrixed  seven  segment  displays  for  calculators  and  would  not 
appear  to  have  any  bearing  on  the  computerized  pinball  game  of  the  featured  claims. 

All  of  the  various  depositions  and  Exhibits  have  been  carefully  evaluated. 

Those  deemed  significantly  pertinent  have  been  relied  on  by  the  Examiner  for  the  facts 
contained  therein  and  have  been  identified  in  the  text  of  the  rejections,  infra. 

Claims  1-9,  11-27  and  29-55  are  rejected  under  35  USC  102(a)  since  the  invention 
was  known  or  used  £y  others  in  this  country  before  the  invention  thereof  by  applicant 
for  patent  as  evidenced  by  Steven  T.  Mayer's  deposition  appearing  in  the  Attachment  to 
Exhibits  50  and  51,  Vol.  IV,  of  Paper  No.  11  of  the  Rockwell  Protest  as  supported  to 
I a certain  extent  by  Volume  1 of  the  same  attachment.  In  making  this  rejection  the 

Examiner  is  cognizant  of  the  fact  that  applicants  have  represented  in  Paper  No.  6,  filed 
August  17,  1979,  that 


"Applicants'  attorneys  attended  those  depositions  and 
cross-examined  the  witnesses  ...  In  the  event  that  the 
• * • Office  desires  to  have  copies  of  the  documents 
and/or  deposition  transcripts  relating  to  these  issues 
raised  by  the  protesters,  applicants  will  file  all  such 
material  which  they  possess  upon  request  of  the  Office." 
(Page  3,  Paper  No.  6). 


The  Examiner  has  reviewed  in  detail  the  Mayer  deposition  and  has  weighed  the  test- 
imony given  by  Mayer.  The  Examiner  has  noted  that  applicants  were  represented  by  ccmDsten 
Counsel  at  said  deposition  and  also  that  applicants  have  not  represented  that  they  did 
not  have  an  opportunity  to  examine  Mayer  or  that  their  examination  was  somehow  incomplete. 
Presumably,  applicants  have  submitted  any  relevant  portions  of  their  examination  of  Mayer. 
After  weighing  the  testimony  given  by  Mayer  the  Examiner  concludes  that  the  following 
established.  Prior  to  the  filing  of  an  application  for 
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patent  by  reissue  applicant 


,*y  13,  1975  of  Patent  No.  4,093,222),  a microprocessor  (MPU)  controlled  pinball 

s'* 

.machine  having  a multiplexed  display  (pages  183-187  of  the  deposition)  embodying  the 
claimed  features  was  developed  by  Atari  and  Cyan  Engineering.  A simulated  mock-up 
was  successfully  produced  around  May-June  of  1974  and  an  operable  self  contained  MPU 
based  version  was  located  at  a public  facility  (Frank's  Pizza  Parlor)  for  coin  operation 
around  December  1974  and  January  1975.  All  of  these  actions  occured  before  the  filing 
date  May  13,  1975. 

regard  to  the  voltage  rating  claims  (9,  44,  48),  the  obviousness  thereof 
appears  in  vellum  Exhibits  GD  5 and  56  of  Rockwell's  Paper  No.  11  (referred  to  in 
Pages  38  and  120  of  the  Mayer  disposition)  in  connection  with  an  El  Toro  pinball  machine. 

Claims  1-9,  11-27  and  29-55  are  rejected  under  35  USC  102(g)  as  having  been  made 


in  this  country  before  the  applicant's  invention  by  another  who  had  not  abandoned, 
suppressed,  or  concealed  it.  The  comments  made  above  relating  to  applicants'  representa- 
tion by  competent  counsel  apply  equally  to  this  rejection.  This  "other"  referred  to 
above  has  been  identified  as  the  third  party  witness.  Atari;  reliance  being  made  to 
Steven  Mayer's  Deposition,  Volume  IV  in  Paper  No.  11  of  the  Rockwell  Protest  and 
Bristow's  Deposition  in  Volume  II,  Attachments  to  Exhibits  50  and  51,  Volumes  I and 
IV,  of  the  same  paper.  Mayer's  deposition  reveals  that  Atari  in  conjunction  with  Cyan 
Engineering  was  developing  in  California  a computer  based  (Intel  4004)  pinball  game 
by  at  least  February  of  1974;  refer  to  Exhibit  GS-9  of  Paper  No.  4 1/2  and  Volumn  1 
°f  Atuacnments  to  Exhibits  50  and  51  of  Paper  No.  11.  Between  April  5—11,  1974  a 
mock-up1  version  was  well  under  way  and  by  May  17,  1974  checkout  of  the  finished  mock-up 
version  was  well  under  way  and  by  May  17,  1974  checkout  of  the  finished  mock-up  version 
quality  commenced.  By  June  4,  1974  feasibility  based  on  the  completed  mock-up  was 
proven  and  production  of  a prototype2  commenced.  Then  by  December  1974  to  January  1975, 
the  fully  developed  self-contained  prototype  was  placed  in  a public  facility  (Frank’s 
Pizza  Parlor)  for  public  use;  see  page  196  of  Mayer's  Deposition. 


^The  term  mock-up  denotes 
need  not  be  of  commercial 
Random  House,  1970  ed. 


a "model  built  to  scale"  for  testing  a new  machine  and 
qUallty‘  The  American  College  Dictionary,  published  by 


is  ns*  ■ aft*r  ”uch  u 

by  Random  House,  1970  ed.9  -Pe  ^erxcan  College  Dictionary,  published 


does  not  appear  to  be  any  attempt  by  Atari  to  maintain  the  secrecy  necessary 

* 

to  sustain  a suppression  or  concealment  argument.  So  it  would  have  appeared  that 
Atari  had  no  intention  of  abandoning,  suppressing  or  concealing  the  MPU  controlled 
pinball  that  they  had  developed.  This  belief  is  further  supported  by  the  Volume  II 
Attachments  to  Exhibits  50  and  51  concerning  the  Bristow  deposition  and  by  statements 
made  on  page  388  of  Mayer’s  Volume  IV  deposition.  Considering  the  former,  beginning 
on  page  66  of  the  Bristow  deposition,  reference  was  made  to  a demonstration  of  the 
finished  mock-up  version  at  a MOA  show  in  Chicago  around  the  October-November  1974  time 
frame.  This  page  and  the  ensuing  statements  would  have  indicated  that  Atari  had  no 
indention  of  concealing  or  suppressing  or  abandoning  their  work.  Moreover,  the  comments 
of  Mayer  on  page  388  of  his  deposition  would  appear  to  have  justified  the  Examiner’s 
belief  that  Atari  was  not  concerned  with  maintaining  secrecy  of  their  device.  Thus, 
Atari’s  102(g)  prior  invention  being  identical  to  applicant's  claimed  invention  would 
have  constituted  prior  art  for  the  purpose  of  barring  applicant  from  obtaining  a patent 
to  the  same  invention;  refer  to  Ex  parte  Robbins  and  Porter,  156  USPQ  707,  at  709.  This 
case  is  in  contradistinction  to  applicant's  objection  (page  3 of  Paper  No.  13)  to 
the  use  of  §102  (g.)  when  no  interference  is  evident.  Also  of  note  is  Continental  Copper 
and  Steel  Industries,  Inc,  v.  New  York  Wire  Company,  196  USPQ  30,  at  pages  36-37. 

Reference  should  be  made  also  to  In  re  Bass  et  al,  177  USPQ  178  at  183.  As  noted 

by  Judge  Rich  "This  is  by  no  means  the  first  time  we  have  passed  on  whether  §102  (g)  prior 
invention  of  another  is  prior  art  . . . However,  it  is  the  first  time  that  we  have 
considered  combining  §102  and  §103  in  the  context  of  an  ex  parte  rejection  entirely 
divorced  from  the  award  of  priority  . . However,  in  view  of  the  fact  that  the  facts 

of  this  case  seem  to  show  that  the  claimed  invention  is  identical  to  the  prior  art  or 
invention  of  Atari,  the  issue  should  rest  on  §102 (g)  alone;  note  lines  22-24  in  the 
second  column  on  page  183  of  In  re  Bass  et  al.  , supra. 

Claims  10  and  28  are  rejected  under  35  USC  102(a)/103  and  102(g)/103  as  being 

unpatentable  over  the  prior  Atari  invention  which  is  available  as  prior  art  on  the  basis 

of  3102(a)  and  §102 (g)  as  disclosed  in  the  Mayer  deposition  of  Paper  No.  11,  discussed 
supra.  The  limitations  imposed  by  these  claims  would  have  been  an  obvious  modification 
of  Atari's  device.  For  instance,  those  ordinarily  skilled  in  this  art  would  have  been 
able  to  derive  the  relationship  of  claim  10  from  simple  power  equations  and  electrical- 
mathematical  relationships.  As  for  claim  28,  the  use  of  power  Darlington's  as  current 


f ting  drivers  is  well  known  to  those  skilled  in  this  art  possessing  a basic  electronics 
background . 

Claims  1-55  are  rejected  under  35  USC  103  as  being  unpatentable  over  a conventional 
Pinball  machine  in  view  of  Electronics  (March  1,  1973)  and  the  MCS-4  Micro  Computer 
Set  Users  Manuarl  (hereinafter  MCS-4).  Electromechanical  pinball  machines  with  trans- 
r sensing  the  presence  of  a moving  mass  (e.g.  a ball)  on  an  inclined  playing 
and  recording  a score  on  a plurality  of  display  means  (e.g.  a seven  segment 
disital  display  are  old  and  well  known  in  this  art;  official  notice  being  taken  thereof. 
Merely  updating  such  conventional  devices  from  the  combined  teachings  of  Electronics 
and  MCS-4  would  have  been  obvious  to  those  ordinarily  skilled  in  this  art.  While 
electronics  only  suggests  the  possibility  of  computerizing  pinball,  it  is,  nevertheless, 

^ indication  that  such  an  implementation  could  have  been  obvious  to  those  ordinarily 

skilled  in  the  art.  Moreover,  such  an  implication  would  have  established  that  the 
level  of  skill  of  the  ordinary  artisan  in  this  art  would  have  included  at  least  an 
electronic  background  and  possibly  a computer  background.  Although  the  "computer 
background"  requirement  might  be  arguable,  it  is  clear  that  by  suggesting  "computerization" 
in  Electronics  those  ordinarily  skilled  even  without  such  esoteric  knowledge  would  have 

found  it  obvious  to  have  solicited  the  aid  of  one  having  the  requisite  background' 

* 

In  re  Naquin,  158  USPQ  317.  Thus,  those  so  skilled  would  have  been  lead  to  the  MCS-4 
teaching  for  application  of  a microprocessor  (MPU)  to  a conventional  pinball  machine 
in  further  view  of  Electronic's  suggestions?  refer  also  to  Digitronics  Coro.  , v. 

New  York  Racing  Assn.,  553  F . 2d  740,  193  USPQ  577. 

Of  further  note  is  the  fact  that  microprocessors  are  inherently  endowed  with  the 
capability  of  operating  in  a polled  or  interrupt  mode.  In  view  of  the  slow  processing 
required  in  a pinball  machine  as  opposed  to  a high  speed  real-time  simulation  system, 
the  MPU  could  have  obviously  scanned  the  output  ports  sequentially  to  determine  which 
device  needed  servicing.  And  since  servicing  is  dependent  primarily  on  the  rolling 
ball  to  effect  scoring,  game  strategy,  light  activation,  sound  energization,  etc.,  could 
have  been  adequately  serviced  by  such  a technique  thereby  accomplishing  what  is  termed 
cyclical  multiplexing. 

As  further  indication  of  obviousness,  it  is  noted  that  at  least  three  separate 
parties  other  than  applicant’s  were  in  the  process  of  developing  MPU  controlled  pirhall 
game 5.  The  evidence  indicative  of  obviousness  identified  as  1(b)  m the  paracraph 
bribing  pages  2 and  3 of  Paper  No.  11  frockw-1]  protest)  has  been  accepted  by  the 
?:  i « i n 1 i r j •***■  w-mj  . . . 


k 


v c ir«  r 


i n l i r>  ■»  f i f' f M- 


of  individuals  ...  is  1 . . • sometimes  indicative  of  obviousness  , see 
leesona  Coro,  v.  United  States;  185  USFQ  114;  Del  Mar  Engineering  Laboratories  v. 
Minted  States , 186  USPQ  42;  Westwood  Chemical,  Inc.,  v.  Dow  Corning  Corp.,  189  USPQ 
649 ; — v-  Child  Guidance  Products,  Inc.,  189  USPQ  83;  and  Kaz  Manufacturing  Co., 
Inc.,  v.  Northern  Electric  Co.,  139  USPQ  464. 

The  material  objected  to  by  applicant  in  Paper  No.  18  as  being  of  a confidential 
nature  has  been  reviewed  by  the  Examiner.  It  is  the  Examiner's  position  that  certain 
portions  of  the  submitted  information  are  material.  The  Examiner  has  adopted  option 
(4)  as  proposed  by  the  Assistant  Commissioner  for  Patents  at  the  bottom  of  page  4 of 
Paper  No.  21. 


In  regard  to  the  issues  enumerated  on  page  2 of  Paper  No.  7,  the  Examiner  does 
not  tind  issues  (1)  and  (3)  persuasive  and  has,  therefore,  not  adopted  the  same. 
However,  in  regard  to  the  second  issue  based  on  §102  (g)  , the  Examiner  has  decided 
that  this  issue  merits  consideration  as  discussed  supra. 

All  parties  involved  in  these  proceedings  are  urged  to  reply  as  soon  as  possible 
in  view  of  the  court  imposed  two  month  stay. 

A one  month  shortened  statutory  period  for  response  to  this  Office  action  is  set 
to  run  from  the  mailing  date  stamped  on  this  letter.  Refer  to  977  O.G.  11  on 
December  12,  1973;  also  Item  No.  67  in  the  Consolidated  Listing  of  Recent  Official 
Gazette  Notices  dated  January  2,  1979. 
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.a.;;;;:;:; 

cerned  with  thi*  10Us  Parties  con- 

h thlS  Protested  reissue  litloat,„ 

R-oipt  of  orlglnal  Letts  proceeding. 

s ^atent  No.  4 oq?  j 

supplemental  Reissue  Declaratio  • 

attachment).  “ aokno"le«9ed  (Paper  No.  49, 

Protestors*  extensive  posiHnn 

57  “*  hav.  been  admitted  to  the  ^ ^ ^ 

rea  to  the  record  and  have  been 

CarSfUlly  "^*  made  therein  would  appear  to 

some  merit.  Accordingly  th  • "arrant 

-an  reconsidered  an  ^ *« 

certain  ' .exa^aner  is  of  the  opinion  that 

reas  of  concern  have  not  been  satisfactorily  resolved 
Issues  relating  to  35  use  mi/ 

t,  SC  ^ 102  (9)'  102^)/103  and  103  and 

the  concoimnittant  reasons  for 

r adopting  or  withdrawing  these 
issues  appear  in  the  ensuing  action. 

Claims  1-9,11-27  and  29-55  ar« 

lM‘«  “ — — — *.  co„„t  ™ rr  " °sc 

invention  by  another  (Atari,  who  hid  not  abandoned_  ' 

led  it.  m particular,  the  device  con.  • „ 

r3  — - — ne  period  « ” ^ 

an  Intelect  computer  externally  cabled  t 

machine  is  believed  to  constitute  “ PlBb*11 

-e  machine  featured  in  the  clai  “ ^ °f 

a combined  n,icrocomputer-pinball  ^1^2^ ' M°re°Ver' 

of  that  device  was  demonstrated  in  public^^T  ^ tSaChin9S 
Chicago  around  October- November  of  i974  6 ^ ^ 

dealing  with  § ln^fg)  . * N°tG  th®  Para9raph 

office  action  (raper  KOm  24)>  " " 9 °f  the  fl'rst 
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in  U9ht  :tT’  ar9U”entS  haVS  bee"  CarefUUy 

: r umitations'  — — ~ 

in  mind  8ValUated  “ith  cements 

and  have  not  bean  deemed  entirely  oe 
_ entirely  persuasive.  in 

resurrecting  the  35  USC  102 fal  i 

in  th.  (9)  1SSUe'  the  Pities  involved 

1S  Proceedin9  are  directed  to  pages  9-12  of  th 
n-F-F-;  ^ ot  the  second 

‘ 8 aCtl°n'  Paper  N°-  46  “hlCh  *»  ^ing  incorporated  by 

erence.  Only  the  facts  regarding  the  redaction  to  practice 

argument  need  to  be  revised  Th^ 

sect.  The  examiner  is  now  of  the 

opinion  that  the  May-dune  <1974,  si  Toro  implementation 
sufficiently  developed  to  be  characterised  as  an  operational 
device,  albeit  non-commercial,  see  footnote  7 and  page  8 
of  the  second  Office  action.  Paper  No.  46.  Nowhere  do  the  claims 
require  a self  contained  or  unitary  structure  housing  the 
Pinball  and  microprocessor  control  functions.  And  as  a result, 
the  instant  claims  would  have  been  interpretable  on  the  functional 
El  Toro  pinball  externally  cabled  to  an  mtelect  4 microcomputer, 
while  the  case  law  cited  on  pages  10-12  of  Paper  No.  46  is 
relevant  to  the  facts  presently  under  consideration,  the 
decision  rendered  in  SHnlc^oldinas  Ltd.  v, 

524  F.  2d  33,  188  USPQ  481  (7th  Cir  ISTsTT^ 

975)  is  particularly 

Persuasive  on  the  topic  in  question.  There,  the  controversy 
revolving  around  35  use  102, g,  whereby  the  defendant  (,PPeliee, 
developed  a golf  ball  cover  formula  considered  suitable  for 
commercialisation  before  the  critical  date  established  by 
the  plaintiff  (appellant-patentee,.  Also  before  the  critical 
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date,  samples  of  +-u  . 

he  defendant's  golf  ballc 

to  members  of  the  cubi • Were  dlstributed 

e public.  The  defendant  ^ 

disclose  the  no  • ld  n0t'  however/ 

e rne  composition  nf  k • 

experimentation  after  decid.  lnVenti°"  "*  ^ 

*»  court  recognised  that  7 MS  discovery. 

the  claims  of  the 

page  483)  Patent  were  (at 


made°principally°0fn5up2ynf  “Y  9°lf  baU  cover 


Despite  the  tact  that  theta  was  noninforming  public  usa 
the  court  £eit  that  the  defendant  was  not  concealing  or  sup- 
pressing his  discovery  nor  was  abandonment  at  issue  since 
reduction  to  practice  and  public  use  had  occurred. 

Under  the  present  circumstances,  the  El  Toro 
reduction  to  practice  occurred  before  the  critical  date 
(September  26,  197-,,.  Public  disclosure  of  the  subject 
invention  happened  at  the  exhibition  in  October-Eovember  of 
ThSSe  fa°t0rS  “°“ld  forestalled  any  notion  as  to 

Cnnmcor.c,' _ 


nuuon  as  to 

s oppression,  concealment  or  abandonment  when  viewed  in  iight 

°f  the  PHniSE- Holdings  case  supra.  1 


Cf . 


National  Tractor  Pniioyc  » 

iorcslQ-eprwTbcTjfl^ 

as  S 102(g)  prior  art,  "thpy-Q  to  qualify 

by  clear  and  convincing  evidftnmUSt  be  Proven, 
ception  of  a buildable  and  ooer^  • C°mplete  con~ 
diligence  to  reduction  ?n  « P tlVe  device, 
identification  between  the^n^  °f  the  device 
device  and  the  claimed  con,?  9*d  prior  «t  ' 
of  abandonment,  and  suporelsion tl0n  and  lack 
y ne  Ciaiibcd  prior  inventor.)  °r  conceal^nt 


? 1 * 

r,  ’ 


*'  V*  +>  v.  . 


^ v.v — 
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The  examiner  has  notea  that  • 
have  arguea  the  merits  of  th  / Wllc“t* 

stance  of  the  cl  • «-losure  and  not  the  sub- 

to  be  interpretable  on  the  El  T ^ ^ br°ad 

« - — -guage r t~;r ructure' 

claims  (claim  1 „ • °f  tte  above 

aim  1 being  merely  exemplary)  then  the  , • 

avoid  the  § ln->/  i claims  would 

102(g)  ground  Qf  rejectiM_  HpEp  ?0 

Claim  1,  une  i,  after  - a game  housing  is 

recommended  for  insertions; 

Claim  1,  line  6,  after  "projectile"  but  before";" 

said  surface  being  contained  in  said 
housing  — is  recommended  for  insertion; 

Claim  1,  lme  7,  after  "means"  but  before  "for", 

— operably  mounted  on  said  housing—  is 
recommended  for  insertion; 

Claim  1,  line  13,  after  "means"  but  before  "for", 
connected  to  said  game  housing  — is 
recommended  for  insertion;  and 
Claim  1,  last  line,  after  "memory  means"  but  before 
and  wherein  said  processor,  response 

means  and  multiplexing  means  are  contained 
xn  said  housing  - is  recornmended  fQr 


insertion. 
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RSiSSUe  a^cants  -y  incorporate  1 

they  are  not  . . *>  their  liMng 

at±sf ied  with  fKQ 

«•  the  same  concept  is  “ Ch“9”  « 

Pt  ls  «nveyed.  Any  deviatlon  , 

Proved  addition  should  not  he  so  hroad  ^ b 

°n  a number  o-F  fc  be  COnstrued 

scattered  ah  t ^ and 

inst  3 93”e  rOOIn  SlnCe  thS  — in  this 

instance  could  • i_  ls 

coold  be  interpreted  to  be  within  the  context  of 

a game  housing.  ^ 

Mindful  of  the  aforementioned  suggestions  and  the 

to  i::rin9  ar°una  § io2,9,/i°3-  - — as 

er  integrating  the  microcomputer  and  pinball  machine 

“7  - lmPly  ""  “ ^ to  the  ordinary 

artisan.  At  first  blush,  it  would  have  seemed  obvious  to 

7 3eVelOPed  a ~e  since  that  wouia  have  been 

the  normal  goal.  But  upon  close  evaluation  of  the  submitted 
evidence,  the  examiner  finds  to  the  contrary. 

Obviousness  whether  directed  to  the  ! 102(S)/i03 
issue,  mentioned  supra,  or  to  the  outstanding  simultaneous 
invention  issue  is  the  same  in  both  instances,  and  are  con 

jui. ......... ... _ ... ,, 

1 ln  the  non_Pinball , electronic  game  dice’ 

xscxpUne  would 

have  apparently  been  very  high.  Mattel  I„c  v „ 

206  USPQ  199  (DC  C Calif.  1979,  ~ ^-^attjt_al, 

_ 9 * h*S2*vox  Company  V r.  . 
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Pjgitronic  Coro  v M 

— kcouldhavebeen  ^ — — 

disciolin  experts  in  this 

ipline.  Accordinalv  +-v. 

n9iy , the  ordinarv  art-i 

have  been  ™ ertisian  would  not 

th- «» a.,iz;r^jLeiei"ric  9ame  impiementati°n 

tha(.  experts.  Although  there  is  evidehce  3 

that  such  experts  were  nnt  f . . . 

th  "0t  fa”lllar  "ith  the  pinball  area 

' were  apparently  ab!e  to  receive  s_  ^ ^ 

re  a.  Thus,  the  only  other  facts  which  could  have  swayed 
the  balance  towards  unobviousness  would  appear  to  have  been 
m the  secondary  consideration  treatment  of  Graham. 

The  value  of  an  analysis  based  on  secondary  factors 
“ Clearly  br°U9ht  °Ut  in  IO-£eJ«orrest,  96  USPQ  381  (CCPA 
There  th.  court  defined  a three  part  test  for  obviousness,  as 
(1)  recognition  of  the  problem,  (2)  concept  of  the  solution 
and  ,3,  implementation  of  the  concept  to  solution.  Admittedly 
the  problem  was  publicly  recognised  as  evidenced  by  printed 
publication  as  well  as  the  near  simultaneous  development  of 
the  solution  to  this  problem  by  more  than  one  party.  4 


2. 


3. 


to  PP‘  12~13  of  the  second  Office 
action.  Paper  No.  46,  a discussion  of  Lh, 
with  respect  to  the  scope  and  con^enf 
prior  art  and  the  differences  bltwlen  iLt™ 

art  and  the  claims.  ween  that 

See  footnote  22  in  the  second  Office  ■ 

Moreover,  the  facts  of  record  indica^t^'  Paper  N°‘ 
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Of  the  parties  involved  (Patentee  Atari 

(Ramtek)  never  completed  their  . 

evidence  that  their  creatio  ^ 

~e;  another  (At  T ^ ^ 

f . , . ari)  took  “tee  to  tour  years  to 

finalize  their  product;  and  yet. 


4. 


reveal1that”'oieeofP?hiraileoPJir  ”°4 S'  49 ' 56-60 

not 

Dr.  Tai  that  Ramtot > tted  evidence  from  one 

have  been  derived  f rora°the  Up^tentee  Pth  bal1  '"ay 
information  acquired  bv  m„  „throu9h 

have  attempted\o  lisSedU  d° ^ ^Ta i s ^?rs 

"edj“rssr6^;ta^^r"ay  h°"  ony 

-(LtmSre?c?ritn„"tftLXrjdl"canbyU°r“-;ve 

f aSiy°?i=o?Kdt°S„Pr?^i-ir  "F--- c ’ s 

Based  upon  the  evid4ntiLy“e?SrS  Sf!"01**5  eto‘ 
has  concluded  that:  Y rd'  the  examir>er 

(1>  ?f  Dr’  Tai's  affidavit 

1S  founded  upon  a 

statement  made  by  Patentee  and  is  not 

Dr.  Tai's  paragraph  10  statement  i c 
admissable  under  the  verbal  acts 
to  Federal  Rule  802  since  it  Sf  ^dm^sion 
strued  as  proof  that  a statf™ f been  con~ 
by  Patentee  to  affiant;  en  Was  made 

(3)  Ray  Holt's  testimony  is  not  snff  • 

persuasive  to  impeach  Dr  Lf?  iciently 
when  considered  in  liaht'nt  ~4-f  testlHiony 
materials  (Paper  No.  °5I  ^entiary 

(4)  Sufficient  evidence  exists  fn  - 

Raintek  as  one  of  the  o^r+--  t0  ellITlinate  only 

Of  simultaneous 


(2) 
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Patentee  only  required  three 

ee  to  four  months  (frr>m 

June  of  1974  to  Sont-  k f approximately 

to  September  of  19741  * 

Whe"  VleWea  Ught  of  these  facts  ^ 

that  implementation  of  the  soluf  ’ • ” eren°e  e*1StS 

obvious  as  solution  aught  not  have  been  as 

as  one  would  suppose. 

to  st  A aetaUe<1  eValUati°n  °f  “e  “ouid  appear 

strengthen  any  argument  in  favor  of  unobviousness.  ln 

view  of  the  fact  that  two  of  the  conoeivers  could  have  been 

ermea  electronic  ..experts...  that  microprocessor  applications 

constituted  an  "exploding  technology”,  and  that  the  state-of- 

the  art  at  the  time  of  patentee's  September  of  1974  reduction 


to  practice  was  vastly  different  from  Atari’s  several 


reductions  to  practice,  the  examiner  can  only  conclude  that 
designing  a unitary  microprocessor  based  pinball  machine  may 
not  have  been  so  obvious.  More  specifically,  the  longer  one 


experiments  in  the  application  of  microprocessors,  the  greater 


the  level  of  skill  possessed  and  the  higher  the  degree 


attributable  to  state-of-the  art  practices.  Notably 
patentees  accomplished  the  subject  invention  in  a fairly 
rapid  manner  (several  months)  while  Atari  continued  to 
experiment  adding  to  its  store  of  knowledge,  as  well  as 


to  the  level  of  the  state-of-the  art.  Ramtek,  on  the  other 


hand,  never  developed  a product  line  encompassing  a practical 
commercial  pinball  machine.  Moreover,  taking  into  consideration 
the  fact  that  various  competitors  of  patentees  were  apprised 
of  patentees-  unitary  structure  by  September  26,  1974  or  b 
least  the  Chicago  MCA  Exhibition  of  1975  (affidavit  of  j.J  ^ 

Exhibit  T in  Exhibit  Book  II  of  attachments  to 
Paper  Mo.  31).  it  is  entirely  plausible  that  ^ 
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“*  art  C°Uld  been  assured  of  the 

a"  implementation  s,  „ , Poeticality  of  such 

°n*  such  knowledge  could  * . 

Post-solution  activity  by  tho  ' °f  Sp- 

reduction  knowing  that  the  subjertT ^ t0  final 

50 ' it  would  appear  that  th  f ■ C lnVSntl°n  ViaMe*  And 
bv  th  al  reducti°n  to  practice 

e expert  in  the  dynamic  electronic 
woulri  ectronic  game  art  (Atari) 

uld  appear  to  have  been  i0 

art.  Sn  leSS  S19nificant  than  in  a static 

Tho  conditions  relai'i  nrr  4-^  • t 

. latlng  to  implementation  of  solution 

proposed  in  Worses t and  characterized  as  a sec  a 

^ea  as  a secondary  con- 

sideration  in  Graham  has  not  been  met.  The  burden  of 
establishing  a case  of  obviousness  for  rejections  based  upon 
35  use  102  (g) /103  and  the  doctrine  of  contemporaneous 
development  has  not  been  successful.  And  consequently, 
refusal  of  the  claims  on  these  grounds  must  fail. 

Apropos  to  Protestor's  continued  interest  in  the 
Bally  Alley  teaching  as  prior  art  under  35  USC  103  (pages 
15-16  of  Paper  No.  46  are  incorporated  by  reference)  it  is 
noted  that  the  purpose  of  this  device  (page  2 of  the  Bally  Alley 
Service  Manual)  has  been  adequately  and  clearly  set  forth 
Assuming  arguendo  that  the  ordinary  practitioner  in  this  art 
could  have  been  capable  of  modifying  Bally  Alley  for  actual 
Pinball  operation,  then  such  would  have  negated  the  intended 
purpose  of  the  game.  No  evidence  or  teaching  has  been  pre- 
sented to  justify  such  a conclusion. 

By  definition,  to  simulate  is  to  m 

co  make  pretense 

of,  (2)  assume  or  have  the  appearance  of.  The>  a . 

American  Col  1 

Dictionary,  published  by  Random  Rouse,  1970^ ~ — 

* ihe  simulated 
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9ame  depicted  « Baliy  Alley  is  to  , 

facsimile  for  the  • ” Stltute  a reasonable 

°r  the  °rigina1  device  tha  u 
some  of  the  para  h 6 y dlsPensing  with 

Paraphernalia  (balls,  etc  ) . 

original  machine.  a=aocxated  with  the 

had  the  “ ^ ^ *°  ^ -t.r  having 

e opportunity  to  review  and  evaluate  applicant  con- 

tnbution  with  respect  4-v 

inspect  to  the  prior  art  « 

would  ha,  e P * Uy  such  action 

°rmed  thS  b3SiS  f°r  arguin^  hindsight  reasoning, 
e Bally  Alley  machine,  the  intended  purpose  was  to  provide 

a substitute  or  an  alternative  to  a surface  projectile  game 

°thar  Pri°r  '•“*»»■  o,  record.  Nor  example. 

Bally  Alley  effectuates  game  simulation  through  microprocessor 
control  of  discrete  indicators,  yoseloff  employs  discrete 
digital  logic  for  controlling  the  indicators,-  and  Kirschner 
teaches  microprocessor  control  of  a CRT.  These  devices  are 
all  noticably  similar.  To  impute  that  those  skilled  in  this 
art  could  have  found  it  obvious  to  have  transformed  a 
simulated  surface  projectn.  game  to  a surface  projectile  game 
retaining  the  hardware  control  is  unfounded  and  unreasonable 

Quoting  from  the  Court,  Seventh  Circuit,  in  the  National  Tractor 
Pullers  case,  cited  supra,  at  page  911: 

The  test  of  obviousness  under  35  use  § ln-» 
is  not  whether  a prior  arh  bL  S'  ^03 

modified  into  something  resemblin^th ' ld  b& 
structure,  but  the  proper  test  i ^9v^hfv,applicant ' s 
time  the  invent  ion  wasPMde  at  the 

obvious  to  a person  of  ordiAa^  "k  ? VS  been 
given  the  teachings  of  the  prior  art"1  the  art» 
invention.  Graham  V John  non  fc'  to  mahe  the 

USPQ  459  ,1,65,.  in  ™ dS'  *3  - 1.148 

prior  patents  are  references  nn?  be  Prior  arti 
clearly  disclose  or  suggest  and  it  H they 

ls  not  proper 
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no  ^suggested  1bySpriorUart  ^in  man"er.which  is 

would  render  that  devic0*"  art  patent  or  device  which 

S5SST  S r V atmod?ftr-ded 

With  these  observations  in  mind,  it  is  the  examiner’s  desire 
to  finally  put  to  rest  any  further  entreatments  by  Protestors 
on  the  application  of  the  Bally  Alley  teaching. 

Applicants  are  being  reminded  that  any  significant 
change  in  the  status  of  litigation  should  be  promptly  reported 
to  the  Patent  and  Trademark  Office.  MPEP  1442.04. 


that  the: 


All  parties  in  this  proceeding  are  being  cautioned 


filing  of  multiple  papers  by  either  the  applicant 
and/or  protestor (s)  with  respect  to  a specific 
issue  is  discouraged  by  the  Office  since  the 
application  file  becomes  unduly  expanded  and 
unnecessary  delays  in  the  examination  are  encoun- 
tered. Both. . . should  endeavor  to  make  their 
first  submission  with  regard  to  a specific  issue 
as  complete  as  possible  in  order  to  avoid  the 
necessity  to  file  multiple  papers.  Any  necessary 
rebuttal  to  the  first  submission  of  another  party 
should  also  be  as  complete  as  possible.  Should  the 
Primary  Examiner  determine  that  the  application  file 
is  becoming  unduly  expanded  due  to  the  filing  of  multiple 
papers  relating  to  the  same  issue  such  that  unnecessary 
delay  in  the  examination  process  encountered  y 

the  Group  Director  may...  issue  a 

written  order  limiting  the  number 

of  papers  that  each  party  may  file  on  any  single 

issue  during  the  subseguent  prosecution  of  the 
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of  the  written  o^der  will  be  f ^ in  vlolation 
placed  in  the  file  and  m®rely  acknowledged, 

on  the  merits  „i7®'  d refused  consideration 
Of  and  T-r.  ss.  accompanied  by  a showina 

mission  reasons  ^^T^ch  a sub- ' 

If  such  =,  n®cessary  and  was  not  earlier  submitted 

of  a S^i?ten  orI^°n  £Ued  in  apparent  violaSon 

bv  tbo  r °rder  ls  aPProved  for  consideration 
and  °U?-DlreCt0rf  ib  wil1  ba  so  stampef 

aqqravafp^rtieS  notified.  in  particularly 
a C*Ses'  the  GrouP  Erector  may  issue 

Ir  ^•?fr/6fUSing  t0  consider  papers 

that  aym  l edrf'the  GrOUp  Director  determines 
"‘nitrpircity  of  papers  have  been  filed 

- 9 t0  ^he  same  issue  and  that  the  papers 

MPEpaiQn?Vn7  tP?in9  °r  redundant  arguments. 

MPEP  1901.07  (c) , rev.  3,  July  1980. 
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SUMMARY 


The  rejection  under  35  Use  102(g)  has  been 

tituted.  Any  rejection  founded  on  35  use  102(g)/lo3 

is  not  believed  to  be  sustainable.  The  rejection  based 

upon  35  use  103  as  evidenced  by  simultaneous  invention  has 
been  withdrawn. 

Any  replies  to  the  Examiner’s  action  supra,  by 
either  the  applicants  or  the  protestors  must  be  hand  delivered 
to  the  Office  of  the  Group  Director  (Group  330)  on  or  before 
one  month  from  the  mailing  date  of  this  letter. 

Applicant  is  being  given  one  (1)  month  from  the 

nr 

date  of  this  letter  to  respond  to  the  Office  action  pursuant 
to  MPEP  1442.03. 


V.  Hum/ infs 
(703)  557-3137 
11/28/80 


c<"  * Fitch,  Even,  Tabin  & Luedaeka 
135  South  LaSalle  Street 
Chicago,  Illinois  60603 

Wayne  M.  Harding,  Esq. 

Arnold,  White  6 Durkee 
2100  Transco  Tower 
Houston,  Texas  77056 


Melvin  M. 
Me Doug a 1 1 
135  South 
Chicago, 


Goldenberg,  Esq 
, Hersh  & Scott 
LaSalle  Street, 
Illinois  60603 


Sui  t.e 


Gerson  E. 
Dressier, 
1900  Prud 
Ch i cago , 


Meyers,  Esq. 
Goldsmith,  Clement 
ential  Plaza 
Illinois  60601 


basic  architectures  of  some 
iver  two  dozen  microproces- 
avaiiable  today.  It  would  be 
e each  of  these  products  in 
troductory  presentation.  It  is 
of  a few  of  these  micropro- 
abilities  and  architectural  de- 
ls presented  at  the  end  o 
ristics  of  these  and  other  avail- 


ideted  in  this  chapter  are: 
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)S  single-chip  microprocessor  that 
coprocessor,  being  made  available 
jen  largely  superceded  by  the  Intel 
r that  was  announced  in  1974,  an 
4004  in  comparison  with  the  later 


is  shown  in  Fig.  4.1,  and  a more 
Fig.  4.2.  Since  the  4040  is  cssen- 
dcscription  of  the  functional  ele- 
section  below  on  the  4040. 
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